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Section IT [Remarks} 

By the present amendment, claims 1-24 and 26 have been amended, claim 25 has been cancelled, 
and claim 27 has been added. No new matter within the meaning of 35 U.S.C. 1 32 has been 
added. 

Claim Rejections 

In the February 15, 2006 Office Action, claims 1 -26 were rejected on various grounds over 
various references and/or combinations thereof, including; 

• a rejection of claims 1-3, 7, 9-12, 16, 1 7, and 22-25 under 35 USC § 1 02(b) as anticipated 
by U,S, Patent 2,652,635 to Conger ("Conger"): 

• a rejection of claims 1 -3, 7, 9-1 2, and 22-25 under 35 USC § 1 02(b) as anticipated by 
U.S. Patent 3,850,296 to Hirata et al ("Hirata"); 

• a rejection of claims 4-5 under 35 USC 1 03(a) as unpatentable for obviousness over 
Conger or Hirata in view of U.S. Patent 4,874, 1 12 to Mulder et al, ("Mulder"); 

• a rejection of claims 6 and 8 under 35 USC 1 03(a) as unpatentable for obviousness over 
Conger or Hirata in view of U.S. Patent 5,704,482 to Apps et al. O'Apps") or U.S. Patent 
5,474,178 to DiVlesti et al. ("DiVlesti"); 

• a rejection of claims 1 3 and 26 under 35 USC 1 03(a) as unpatentable for obviousness 
over Conger or Hirata; 

• a rejection of claims 1 8-21 under 35 USC 1 03(a) as unpatentable for obviousness over 
Conger; 

• a rejection of claims 14-15 under 35 USC 1 03(a) as unpatentable for obviousness over 
Conger in view of page 1 of the present specification and Hirata: 

• a rejection of claims 1 6-21 under 35 USC 1 03(a) as unpatentable for obviousness over 
Hirata; 

• a rejection of claims 1 4-1 5 under 35 USC 103(a) as unpatentable for obviousness over 
Hirata in view of page 1 of the present specification; 

• a rejection of claims U5 7 7, 9,-13, and 16-26 under 35 USC 1 03(a) as unpatentable for 
obviousness over U.S. Patent 5,447,234 to Faulstick et al. OTaulstick") in view of 
Conger and/or Mulder and/or U.S. Des. 335,309 to Evenson ("Evenson"); 
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• a rejection of claims 6 and 8 under 35 USC 103(a) as unpatentable for obviousness over 
Fau Istick in view of Conger and/or Mulder and/or Evenson as applied to claim 1, further 
in view of Apps or DiVlesti; and 

• a rejection of claims 14-15 under 35 USC 1 03(a) as unpatentable for obviousness over 
Faulstick in view of Conger and/or Mulder and/or Evenson as applied to claim 1 3, further 
in view of page 1 of the present specification. 

Such rejections are traversed in application to the amended claims. 

A, Law Regarding Anticipation Under 35 USC $ 1 02 

"Anticipation requires the disclosure in a single prior art reference of each element of the claim 
under consideration." W±. Gore & Assocs. v. Garlock, 72 l s F.2d 1540, 220 USPQ 303 at 313 
(Fed. Cir. 1983), cert denied, 469 U.S. 851 (1984). It is not enough that the prior art reference 
disclose all the claimed elements in isolation. Rather, "anticipation requires the presence in a 
single prior art reference disclosure of each and every clement of the claimed invention, 
arranged as in the claim." Lindemann Maschinenfabrik GmbH v. American Hoist A Derrick 
Co,, 730 F.2d H52, 221 USPQ 48 L 485 (Fed. Cir. 1984) (emphasis added). Further, "[u]nder35 
U.S.C § 102, anticipation requires that ... the prior art reference must be enabling, thus placing 
the allegedly disclosed matter in the possession of the public," Akso> N.V. v. United States M'l 
Trade Comm% 808 R2d 147K 1 USPQ2d 1241, 1245 (Fed. Cir. 1986). 

B. Traversal of Rejections Under 35 USC $ 1 02 

As indicated previously, claims 1-3, 7, 9-12, 16, 17, and 22-25 were rejected under 35 USC § 
102(b) as anticipated by either Conger or Hirata, Such claims include two independent claims, 
namely, claims 1 and 11, both of which require, inter alia: 

• A storage and dispensing container for analytical slides; 

• Opposing wall portions having cut-outs therein exposing portions of 
feces of slides in [an] array of slides reposed in the receptacle cavity; and 

• An array of analytical slides disposed within the receptacle cavity 

with portions of the outermost slide faces exposed to the cutouts. 

Conger is directed to a quiz card game having multiple cards arranged horizontally in a holder 1 0. 
Cards are disposed horizontally in the holder (i.e., perpendicular to the side walls of the holder), 
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and no structure is provided to grasp cards by their faces. Additionally, Conger fails to disclose 
any analytical slides. 

Hrrata discloses a block-type hoJder for storing and transporting semiconductor wafer disks, the 
holder supporting multiple wafers spaced-apart and upstanding in parallel in individual V-shaped 
cuts provided in parallel and angled relative to a longitudinal groove. Such V-shaped cuts 
separate the wafers from one another and preclude any ability to manually grasp multiple 
planar objects at once with one hand between opposing digits. Additionally, nothing in 
Hirata discloses any analytical slides. 

Since neither Conger nor Hirata "disclos[e] of each and every element of the claimed invention, 
arranged as in the claim" (Lindemann, supra), none of claims 1-3, 7 7 9-12, 16 r 17, and 22-25 can 
be anticipated. Accordingly, withdrawal of the rejections under 35 U.S.C. 1 02 is respectfully 
requested. 

£ Law Regarding Obviousness Under 35 USC S 103 

Concerning §103 obviousness rejections, three requirements must be met for a prima facie case 
of obviousness. First* the prior art referencc(s) must teach all of the limitations of the claims* 
MPEP § 2143.03. Second, there must be a motivation to modify the reference or combine the 
teachings to produce the claimed invention. MPEP § 21 43.01 . Third, a reasonable expectation of 
success is required. MPEP § 2143.02. Tn addition, the teaching or suggestion to combine and 
the expectation of success must both be found in the prior art and not based on applicant's 
disclosure. MPEP § 2143. A further consideration, which applies to all obviousness rejections, is 
that "[a] prior art reference must be considered in its entirety, i.e., as a whole, including 
portions that would lead away from the claimed invention. WX. Gore & Associates, Inc. v. 
Garlock, Inc., 721 F.2d. 1540, 220 USPQ 303 (Fed. Cir. 1983), cert denied, 469 U.S. 851 
(1984)/' (emphasis in original; MPEP 2141.02). 

The Federal Circuit has repeatedly emphasized that a showing of the suggestion teaching or 
motivation to combine the prior art references is an essential component of an obviousness 
holding. See, e.g., Brown & Williamson Tobacco Corp. v. Phillip Morris Inc., 229 F,3d 1 120, 
11424-25, 56 USPQ2d 1456, 1459 (Fed. Cir. 2000). There must be some motivation a*d 
suggestion or teaching of the desirability of making the specific combination that was made by 
the applicant. In re Dance, 160 F.3d 1339 ? 1343, 48 USPQ2d 1635, 1637 (Fed. Cir. 1998); 
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MPEP 2141.02. See also In re Fine, 837 F.2d 1071, 1075, 5 USPQ2d 1596, 1600 (Fed. Cir. 
igSSX'Heaching of references can be combined only if there is some suggestion or incentive to do 
so."Xemphasis in original). Specificity is required: " fplarticular findings must be made as to the 
reason the skilled artisan with no knowledge of the claimed invention would have selected these 
components for combination in the manner claimed." In re Kotzab T 217 F.3d 1365, 1.371, 55 
USPQ2d 1313, 1317 (Fed Cir. 2000). 

D. Traversal of Rejections Under 35 USC S 1 03 

Claims 1 -26 were rejected - some claims many times over - under 35 U.S. C. 1 03(a) with various 
combinations of references. As noted previously, the present application contains only two 
independent claims - namely, claims 1 and 1 1, bom of which require, inter alia: 

• A storage and dispensing container for analytical slides; 

• Opposing wall portions having cut-outs therein exposing portions of 
faces of slides in [an] array of slides reposed in the receptacle cavity; and 

• An array of analytical slides disposed within the receptacle cavity 
with portions of the outermost slide faces exposed to the cutouts. 

These features, which are also inherent in the remaining dependent claims, are not shown in the 
cited 1.03(a) references (namely, Conger, Hirata, Mulder, Apps, DiVlesti, Faulstick, and 
Evenson). To begin with, none of these references disclose any analytical slides. 

Conger is directed to a quiz card game having mu Itiple cards arranged horizontally in a holder 1 0. 
Cards are disposed horizontally in the holder (i.e., perpendicular to the side walls of the holder), 
and no structure is provided to grasp cards by their faces* 

Hirata discloses a block-type holder for storing and transporting semiconductor wafer disks, the 
holder supporting multiple wafers spaced-apart and upstanding in parallel in individual V-shaped 
cuts provided in parallel and angled relative to a longitudinal groove. Such V-shaped cuts 
separate the wafers from one another and preclude any ability to manually grasp multiple 
planar objects at once with one hand between opposing digits. 

Mulder is directed to a dispenser for single dispensation of frustro-conical pleated coffee filters 
(as illustrated at right). End openings 16 and 1 7 defined in a carton correspond to protruding tabs 
of stacked coffee filters to make the tabs available for manipulation, thereby permitting coffee 
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filters to be dispensed one at a time . E.g., Mulder, col. 2, lines 12-47. With the container sized 
to contain coffee filters, and coffee filters being collapsible in nature, an ordinary user would not 
be able to grasp an entire group of filters through the end openings using a single hand. 
Moreover, "shelves" 19 and 20 would prevent extraction of a group of filters from the top of the 
dispenser, 

Apps is directed to a nestable display crate for bottles. The problem to be overcome by Apps is 
providing a low depth, nestable bottle crate with improved strength and increased bottle visibility 
for display and marketing purposes, Apps., col. 1, line 15 - col. 2 ? line 21; col. 8, lines 55 - col. 
9, line 3. Raised pylons 32 extend upward and are disposed between bottles. Id., col. 4, lines 39- 
52. No means for manually removing multiple bottles as a group with one hand through the 
notches are provided or even contemplated 

DiVlesti is directed to a packaging tray for electrical connectors, particularly edge card 
connectors. The problem to be overcome by DiVlesti is that sizes of edge card connectors vary 
widely and it is difficult to efficiently fill standard size trays with connectors of varying sizes. 
DiVlesti, col. 1, lines 36-49. Notches 34. 40 defined in side walls receive rod-like support 
members 36 and hold-down members 42. respectively (Id. r col. 3, lines 39-54 & col, 4 ; lines 8- 
28), with the support and hold-down members 36, 42 being used to retain edge card connectors 
therebetween. Id., col. 2, lines 9-26 & claims 4, 8. A rotatable lever-like eject latch 27 may be 
further provided. Id., Fig. 4; col. 3, lines 10-22; col. 4, lines 30-35. No means for manually 
removing multiple electrical connectors as a group with one hand through the notches are 
provided or even contemplated .. 

Faulstick is directed to recyclable containers for graphical sheet materials such as photographic 

film and paper (as illustrated at right). Sheets are stacked in the containers horizontally , with 

edges of the sheets held against adjacent inner walls 24 and a chocking element 20. E.g., 

Faulsticlc col. 20, lines 27-33. Faulstick contains no teaching of "cutouts in opposing wall 

portions." Faulstick teaches the following with regard to removal of sheets from a container: 

"In addition to parallel channels 34, bottom wall 32 may have 
multiple recesses 35 fFIGS. K 31 positioned adjacent to inner 
walls 24 of side walls 26. Recesses 35 are in the form of 
elongated hollow slots extending downwardly below the planar 
surface of bottom wall 32 fFIG. 2\ and are indented outwardly 
jnjnner walls 24 of side walls 26 . Because sheet stacks do not 
occupy the space directly above indented recesses 35, they 
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provide a convenient access in facil itating removal of sheets or a 

stack with only finger enga gement." 

(Faulstick, column 6, lines 35-44; emphasis added) 

Evenson is directed to portable containers for file folders. Since Evenson is a design patent and 
its text relates solely to the "ornamental design for a portable container for file folders as shown 
and described," it is difficult to tell with certainly the function of certain features. It appears, 
however, that the container is sized to recei ve a thick stack of paper file folders and includes carry 
handles in opposite ends thereof each sized to receive a user's entire hand. There is no teaching 
or suggestion that the file folder container of Evenson could be modified (e.g., dramatically 
downsized) to contain analytical slides. Even if the file folder container were resized to hold 
analytical slides, however, the horizontal cutouts extending around the corners and perimeter of 
the container might hinder the ingress and egress of analytical slides. 

Additionally, the Examiner has drawn illogical and unfounded conclusions from the so-called 
"Admitted Prior Art" (i.e., Applicant's disclosure at page 1 ? providing that slides are usually 
packaged in a container in a face to face array). Specifically, the Examiner points to this 
statement as support for the mere hypothesis that it would be obvious to specifically place slides 
in devices according to the prior art (e.g., Conger, Hirata, and Faulstick). See February 1 5 3 2006 
Office Action, paragraph nos. 9, 11, and 14 In each instance, analytical slides would appear 
to be incompatible in size and conformity to fit into these prior art devices. But even more 
offensive to law and logic is the suggestion that commonality in packing flat objects together (i.e., 
to promote packing efficiency) renders all flat objects interchangeable for purposes of an 
obviousness analysis. The Federal Circuit has decreed, and the MPEP has adopted the rule, that 
u [a] prior art reference must be considered in its entirety, Ue. % as a whole, including portions that 
would lead away from the claimed invention, WX. Gore & Associates, Inc. v. Garloek, Inc., 721 
f.2d 1540, 220 USPQ 303 (Fed. Ctr. 1983), cert denied, 469 U.S. 851 (1984)." (emphasis in 
original); MPEP 2141.02. This the examiner has failed to do, and the rejections under section 
103 cannot stand. 

Since none of the cited references disclose any analytical slide, let alone teach the claimed 
packages adapted for use with (and containing) arrays of analytical slides, the cited references fail 
to "teach all of the limitations of the claims" as required by MPEP § 21 43.03 to support a prima 
facie case of obviousness. The Office seems to be merely reinterpreting the prior art in light of 
the applicants' disclosure, in order to reconstruct Applicants' claimed invention, but without any 
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instructional or motivating basis in the cited references themselves to identify the reasons for their 
combination. No tenable basis for combining references was provided. Such an approach is 
improper and legally insufficient to establish any prima facie case of obviousness. 

Withdrawal of all of the rejections under 35 U.S-C 1 03(a) is warranted, and respectfully 
requested. 



Claims 1-24 and 26-27 as amended or newly presented herein are fully patentably distinguished 
over the art and in allowable condition. Allowance of the claims therefore is requested and 
merited. 

If any issues remain outstanding, incident to the formal allowance of the application, the 
examiner is requested to contact the undersigned attorney at (91 9) 4 1 9-9350 to discuss their 
resolution, in order that this application may be passed to issue without delay. 
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CONCLUSION 



Respectfully submitted, 



Vincent K, Gustafson t 
Reg. No. 46,182 
Attorney for Applicants 




USPTO is hereby authorized to charge any deficiency or credit any overpayment of fees properly 
payable for this documentto Deposit Account No. 0&-3284 
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